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STATEMENT OF FACTS 

 

PARTIES 

 

The Claimant is a Danish company specialized in development and production of fabrics 

used for various ropes and cords which must withstand wear and tear as well as hard strains. The 

Claimant pays a great attention to development and introducing innovations in its business 

activity. The Claimant’s products used in different spheres, including mounting climbing.  

The Respondent is a US company specialized mainly in production of the ropes. 

 

PRESENTATION OF THE CASE 

 

 

May, 2012 

 

The Claimant made an invention regarding a new type of rope 

sheathing and ways of braiding that fibers together 

 

June 5th, 2012 

 

The Claimants filed an application for a patent to the Danish Patent 

and Trademark Office 

 

June 4th , 2013 The Claimant filed an application for a patent under the rules of the 

PCT Treaty 

 

October, 2013 

 

The Claimant and the Respondent started the negotiations regarding 

the production of goods based on the Claimant’s invention 

 

October 12th, 2013  The Claimant and the Respondent concluded the Non Disclosure 

Agreement  

 

December 5th, 2013 

 

The Claimant’s Danish patent application became publicly available 

 

December 20th, 2013 

 

The Respondent informed that it had decided to pursue other 

priorities for the moment, and the negotiations between the Claimant 

and the Respondent ended without any agreement 
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December (the end 

of), 2013 

The Claimant filed a trademark application for the phrase 

“MOUNTAIN SAFE” to the Danish Patent and Trademark Office 

 

January 1st, 2014 

 

The Respondent concluded a contract with the third party - Hagfjäll 

 

January 15th, 2014 

 

The Respondent started to deliver goods to the Hagfjäll 

 

March, 2014 

 

The Claimant learnt that the Respondent’s contract with the Hagfjäll: 

●  The Claimant learnt that the Respondent produced rope 

material exactly as described in the Claimant’s patent with an 

exception that nylon fibers were used instead of polyester 

ones.  

● In addition, the Respondent marketed its new rope on the 

Internet, with the text “Rope Twist technology makes 

mountaineering safe”. 

● The Claimant also discovered that the Respondent has used 

Google’s referencing service “AdWords” and registered 

“mountain safe” and “tougkvas” as key words. 

 

March, 2014 

 

The Claimant filed an application for an amendment of the patent 

formula  

 

June-August, 2014 

 

 

The Claimant’s trademarks were registered in all Nordic countries 

 

 

THE COMMUNICATION OF THE PARTIES BEFORE INITIATION OF THE 

ARBITRAL PROCEEDINGS 

 

The Claimant wrote to the Respondent and demanded that the company immediately 

stopped all marketing of its rope. The Claimant indicated that the Respondent had acted in 

breach of the NDA, and Claimant’s trade mark rights. The Claimant also demanded that the 

Respondent paid 100,000 (one hundred thousand) Euros for the lost profit due to the lost contract 

with Hagfjäll, and 300,000 (three hundred thousand) Euros as “fair compensation” for the 

headstart Respondent had got by misusing the Claimant’s confidential information. 



7 
 

The Respondent denied to have done anything unlawful when negotiating a contract with 

Hagfjäll because after publication of the Claimant’s patent application the relevant information 

was no longer confidential. According to the Respondent the claim for “fair compensation” had 

no basis whatsoever. The Respondent also disputed the validity of the trademark MOUNTAIN 

SAFE. 

The Parties agreed to refer the dispute to arbitral tribunal according to the Rules of the 

International Chamber of Commerce. 
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CLAIMS 

 

Claim 1: The Respondent shall be prohibited from manufacturing, exporting, selling or in any  

other way use the Claimant’s invention.  

Claim 2: The Respondent shall be prohibited from using the Claimant’s trademark for  

any marketing purposes.  

Claim 3: The Respondent shall pay compensation to the Claimant for the unjustifiable use of the 

Claimant’s confidential information.  

Claim 4: The Respondent shall pay to the Claimant damages stemmed from lost profit. 

Claim 5:  The Respondent shall compensate the Claimant for any legal expenses resulting from 

the proceedings before the Arbitration Tribunal.  

 

Claimant reserves the right to make any additional claims regarding the matter in dispute. 
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THE LEGAL ISSUES OF THE CASE AT HAND 

I. The Respondent violated the Non Disclosure Agreement concluded between the parties 

by unjustifiable use of the Claimant’s confidential information. 

 

In October 2013 the Claimant approached the Respondent regarding potential conclusion 

of a contract for producing of ropes. Such ropes were supposed be created in accordance with 

design and technical specifications of the Claimant. In order to maintain regime of legal 

protection for the Claimant’s confidential information the Claimant and the Respondent 

concluded the Non Disclosure Agreement (“the NDA”). [Exhibit 2] It was crucial part of a future 

business co-operation because at the moment of negotiations the Claimant did not receive full 

legal protection under patent and trademark law. 

 

Para. 2 of Article 1 of the NDA describes confidential information notion as “financial, 

technical, operational, commercial, management and other information, experience and 

expertise of whatever kind relating to the parties of the project”. 

 

Consequently, para. 2 of Article 2 of the NDA stipulates agreement of the parties to the 

NDA that neither the Claimant nor the Respondent will without prior written consent of other 

party “use any confidential information for any purpose” other than in relation to a possible 

future business co-operation. 

 

The Claimant was interested in co-operation because the Claimant was unable to meet the 

market demand by its own production capacities. The co-operation would make it possible for 

the Claimant to bid for a contract of delivery to one of Europe’s biggest producers of climbing 

gear, the Swedish company Hagfjäll. As a result, additionally to the disclosure of designs and 

technical specifications about the Claimant’s invention the Claimant disclosed information about 

the Claimant’s potential contractor and its interest in particular amount of products based on the 

Claimant’s invention. 

 

As soon as the Respondent received substantial part of confidential information regarding 

the Claimant’s invention, the Claimant’s potential contractor and the Claimant’s inability to 

satisfy by its own production capabilities the Hagfjäll’s demand in ropes, the Respondent 

stopped negotiations stating that “it had decided to pursue other priorities for the moment”. As a 

result, negotiations between the Claimant and the Respondent came to the end without any 

substantial result: negotiations took approximately three month, no actual contract was 
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concluded between the Claimant and Respondent, and, finally, the Claimant decided to install 

new machinery necessary for production of the Claimant’s invention. It shall be noted that the 

Respondent artificially prolonged the time of negotiation with Claimant in order not to let the 

Claimant to bid for the contract with Hagfjall or, as alternative, to let the Claimant install the 

machinery necessary for the production of the Claimant’s invention. 

 

After that, the Respondent secretly from the Claimant concluded a new contract with 

Hagfjäll. The contract between the Respondent and the Claimant was concluded on January 1st, 

2014, approximately two weeks later after stop of negotiations between the Claimant and the 

Respondent. Actual deliveries of the Respondent’s goods that were alike goods to the Claimant’s 

invention started on January 15th, 2014, approximately two weeks later after the conclusion of 

the contract between the Respondent and Hagfjäll. 

 

The Claimant reinforces that from the point of view of a reasonable business person it was 

extremely hard to conclude a new contract and start actual deliveries without any background, 

preparation and research of the Hagfjäll’s demand in two-week period. 

 

As a result, the Claimant submits that the Respondent violated the NDA and used its 

competitive advantage in production capacities to cause commercial damages to the Claimant 

due to unjustifiable use of commercial information. 

 

Consequently, the Claimants submits that unjustifiable use of the Claimant’s commercial 

information by the Respondent caused a loss of the contract between the Claimant and Hagfjäll, 

unjustifiable disclosure of entrusted to the Respondent commercial information, namely, designs 

and technical specifications, unnecessary installation of additional machinery. The Claimants 

claims from the Respondent damages that arose from the Respondent’s violations of the NDA 

and unfair business practices. 

 

The Claimant is entitled to compensation for the violation of the NDA 

 

The NDA prescribes due protection of confidential information revealed during 

negotiations between the Claimant and the Respondent regarding a possible future business co-

operation.  
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The Claimant and the Respondent came to agreement in Article 6 of the NDA that any 

controversy or claim arising from the NDA shall be finally settled in accordance with basic 

principles of Nordic law. 

 

The approaches of Nordic law and basic principles regarding handling of confidential 

information in business can be clarified from particular pieces of legislation that are dealing with 

unfair business practices. In our consideration we turned to analysis of Danish, Swedish and 

Finnish legal acts dealing with handling of confidential information. 

 

Para. 2 of Section 19 of the Danish Marketing Practices Consolidation Act
1
 (DMPC) fixed 

that: 

“[i]f … [a]n individual who is under contract of service to or in cooperation with a 

business or is carrying out an assignment on its behalf... has obtained knowledge or disposal of 

the trade secrets of the business in a lawful manner, he must not (unless authorized) pass on or 

make use of such secrets. This prohibition is valid for three years after the end of the contract of 

service, cooperation or assignment.” 

Section 20 of the DMPC provides provisions with regards to legal remedies for violation of 

legal regime of confidential information: 

“Actions in conflict with this Act may be prohibited by judgments. Concurrently with this or 

subsequently, such injunctions may be imposed by judgments as may be considered necessary to 

ensure 

1) compliance with the prohibition, including through provision that agreements entered 

into in conflict with a prohibition are invalid, and 

2) restitution of the state of affairs existing before the unlawful action, including 

destruction or recall of products and issue of information or correction of statements. 

... 

(3) Any person who infringes or unwarrantably takes advantage of another’s rights in 

conflict with this Act shall pay reasonable damages for this. 

(4) If infringement or exploitation of rights in conflict with this Act has taken place neither 

intentionally nor through negligence, the offender shall pay damages in accordance with 

subsection (3) to the extent deemed reasonable.” 

 

                                                           
1
 Act No. 1389 of 21 December 2005 on Marketing Practices is hereby consolidated as amended by section 102 of 

Act No. 538 of 8 June 2006, Act No. 1547 of 20 December 2006, section 4 of Act No. 181 of 28 February 2007 and 

section 7 of Act No. 364 of 13 May 2009 
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Article 8 of the Swedish Act on the Protection of Trade Secrets fixed that: 

“Anyone who wilfully or through negligence exploits or reveals a trade secret in a person's 

business or industrial activity of which he has been informed in confidence in connection with a 

business transaction with that person shall compensate the damage caused through his action.” 

 

Additionally, Section 4 of the Finnish Unfair Business Practices Act
2
 established that “[n]o 

one may unjustifiably obtain or seek to obtain information regarding a business secret or use or 

reveal information obtained in such a manner.” 

 

The above mentioned pieces of legislation expressly address issues of handling confidential 

information disclosed between the parties during negotiations. Above that, these pieces of 

legislation disclosed the content of basic principles of Nordic law regarding legal protection of 

confidential information. In accordance with basic principles of Nordic law unjustifiable use of 

confidential information by the Claimant or the Respondent would constitute violation of the 

NDA and would provide grounds for claims for damages based on such violation of the NDA. 

 

In its turn, evaluation of damages and its amount shall be considered by due application of 

the same basic principles of Nordic law. In accordance with basic principle for Nordic law the 

Respondent is in charge of compensation for violations of obligations and caused damages. 

 

As a result, the Claimant submits that damages stemmed from the Respondent’s violation 

of the NDA shall be calculated at least from: 

 100 000 Euro for compensation for lost profit; 

 300 000 Euro for reasonable compensation for disclosing confidential information 

of the Claimant. 

 

The Claimant submits that the Respondent acknowledged that lost of the contract with 

Hagfjäll caused the Claimant lost of profit in amount of 100 000 Euro. Consequently, the 

Claimant fully support that undisputed amount of compensation for lost profit. 

 

Additionally, the Claimant claims from the Respondent at minimum 300 000 Euro as a fair 

and reasonable compensation for violation of the NDA between the Claimant and the 

                                                           
2
 Finnish Unfair Business Practices Act 22.12.1978/1061 
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Respondent. The Claimant submits that such amount of compensation shall be regarded as 

completely reasonable from at least two points of view: 

● License fee analysis; 

● Price of machinery necessary for production of the the Claimant’s invention in the 

Claimant’s invention. 

 

License fee analysis: The Claimant submits that at least sum of 50 000 Euro shall be 

regarded as reasonable license fee with regard to use of the Claimant’s invention and trademark. 

The Claimant’s invention is connected with particular breakthrough in the market of ropes and 

fabrics. The value of the Claimant’s invention can be objectively considered based on interest of 

one of the major players in the respective market - world-know company Hagfjäll. 

 

Additionally, the Respondent did not argue that the Claimant faced the loss of profit in the 

sum of 100 000 Euro due to loss of the contract with Hagfjäll .The Claimants submits that it is 

highly probable that at least several contracts similar to the contract concluded between the 

Respondent and Hagfjäll could be concluded in the Nordic countries where the Claimant 

received legal protection of its intellectual property. As a result, the Claimant submits that based 

on assumption that the Claimant would receive a licence fee around 50 000 Euro for each 

contract in the Nordic countries and amount of such contract would be around 4-8 only in the 

Nordic countries the amount of reasonable damages that stemmed from the Respondent violation 

is from 200 000 to 400 000 Euro. As a result, the Claimant submits that the sum of 300 000 Euro 

shall be regarded as a reasonable compensation that shall be paid by the Respondent due to its 

violation of the NDA and disclosure of the Claimant’s confidential information. 

 

Price of machinery: The ordinary price of machinery is 500 000 Euros. Taking into account 

that from the view of a reasonable business person it is highly improbable that the Claimant 

would install such expensive machinery in order to face losses. As a result, even if to take into 

account that the Claimant still can take a use of the installed machinery the alleged profit from 

installation of such machinery is substantially evaporated after the Respondent’ violation and 

disclosure of the Claimant’s confidential information. As a result, the Claimant submits that at 

least 300 000 Euro that barely cover a half of the machinery price shall be regarded as a 

reasonable compensation for the Respondent violation of the NDA between the Claimant and the 

Respondent. 
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Additionally, the Claimant submits claims to force the Respondent stop production and 

marketing of goods based on the Claimant’s invention, especially with regard to goods delivered 

under the contract with Hagfjäll. 

 

Finally, the Claimant submits claims in order to make the Respondent destroy goods 

already produced with use of the Claimant’s confidential information. 
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II. The Respondent will infringe the Claimant’s patents when granted 

 

A. The Respondent’s products will infringe the modified patent when granted 

 

Regularly introduced both in a national level and on the international one, the patent 

applications filed by the claimant are very likely to succeed; the Respondent’s products, even 

produced and sold before the grant of the patent, will infringe these patents. 

 

The Claimant’s invention has been the subject of a patent application before the Danish 

Patent and Trademark Office according to the provisions of the Danish Consolidated Act No. 

108 of 24 January 2012 (hereinafter referred to as Patent Consolidated Act). According to these 

provisions, the application is not made public until the expiration of 18 months after the filing 

date of the application (therefore until the 5 December 2013), and therefore the Respondent 

could not access to its information before this date. 

 

Before 12 months have passed after the filing of the application (12 months minus 1 day), 

the Claimant filed an international application in accordance with the rules of Patent Cooperation 

Treaty (hereinafter referred to as PCT) in order to protect his invention in Finland, Norway and 

Sweden as well. The first application before the Danish Patent office contained a priority claim, 

as priority effects later patent applications if the later are filled within 12 months after the 

priority date as originally provided by the Article 4 of the Paris Convention
3
. 

 

The PCT patent application was filed in conformity with the Articles 3-7 of PCT and an 

International Search Report was carried out. However, it is not decisive in this case whether the 

earlier application is successful in order to protect the Claimant’s priority as according to the 

previous application do not need according to the PCT provisions, the application is not 

published before the expiration of 18 months after the priority date (therefore until the 5 

December 2013), and therefore the Respondent could not access to its information before this 

date. 

 

According to the abovementioned, it is expected that the patent will be granted for the 

claims under the PCT application in Finland, Norway and Sweden as the international search 

report has been successful. The priority claim will then confirm the Claimant’s property right 

                                                           
3
 Paris Convention for the Protection of Industrial Property (1967) 
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even if the Respondent started selling its product on at large scale in Finland, Norway or 

Sweden. This follows that every sale made thereafter by the Respondent in abovementioned 

countries will infringe the property rights designated in the patents and might be subject to 

remedies or injunctions to make the infringement stop. 

 

Moreover, the amendment to the patents will be likely to be validated by the Patents 

authorities.  

The PCT Treaty also provides in its Article 28 that the applicant “shall be given the 

opportunity to amend the claims, the description, and the drawings, before each designated 

Offices“ provided that he “shall not go beyond the disclosure in the international application as 

filed unless the national law of the designated State permits them to go beyond the said 

disclosure”. 

Based on Section 53e of the Patent Consolidated Act, the proprietor can request the Danish 

Patent Office that “his patent be limited by amendment of the description, claims or drawings”.  

The application before the Danish Patent office and the PCT Elected Offices, or the patents 

themselves if already granted, can be administratively re-examined on request of the proprietor 

of the patent or application. As a consequence, the applicant or proprietor of the patent can 

amend the patent to the extent it does not extend the scope of the claims disclosed in the 

application. 

 

The Claimant initiated the amendment of the patent application in order clarify formula 

with better terms and neither changing the very nature of invention not the essential and inherent 

parts of the invention. 

In order to justify amendment and further approval of the patent amendment the Claimant 

heavily relied on the doctrine of equivalent that well-established in intellectual property law of 

the Nordic countries.  

 

The difference of chemical compound between polyester - the chemical compound subject 

to amendment - and nylon - the amended chemical compound - can be deemed inessential 

regarding the purpose they serve in the invention and thus not constituting a broadening of the 

claims. Nylon and polyester are interchangeable polymer and the most commonly used rope 

materials due to their significant advantages over natural-fiber ropes. 

Here is a concise summary of their differences:  

● Nylon is a thermoplastic polymer. Polyester can be thermoplastic or thermoset depending 

on the chemical structure. 
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● Nylon fabrics have a more natural feeling than polyester ones. 

● The polyester fabrics are more wrinkle resistant than the nylon fabrics. 

● Nylons are always synthetic but polyesters can be producing by natural ingredients also. 

One of the major ingredients is the cutin obtained from the plant cuticles. 

 

The main differences seem to reside in the texture and resilience of these products instead 

of a substantially different chemical structure. As consequence, the similarities between the two 

chemical compounds makes an amendment to the claim possible without broadening it, thus 

validating it.  

Thus, as itself, such changing of the wording have no interconnection with broadening 

and narrowing of the scope of protection but merely with clarifying of the terms of the initial 

patent application. 

 

The wording of the description of the patent application states that for the purpose of the 

invention, “polyester fibres are very useful”. Claim 1 of the application reads that “...the 

sheathing elements are ribbons of substantially parallel polyester fibres woven together with 

transverse threads.”  

Article 84 of the European Patent Convention
4
 (“the EPC”) on claims provides that “The 

claims shall define the matter for which protection is sought. They shall be clear and concise and 

be supported by the description”. Article 5 of the PCT on description states that “The description 

shall disclose the invention in a manner sufficiently clear and complete for the invention to be 

carried out by a person skilled in the art.” Furthermore, Article 6 on claims provide that “The 

claim or claims shall define the matter for which protection is sought. Claims shall be clear and 

concise. They shall be fully supported by the description.” It shall be noted that full description 

of the claim revealed that material as such is not an essential part of the application. 

 

B. The Respondent’s products will infringe the Claimant’s patent if granted based on the 

Doctrine of Equivalents 

 

In the present case, the core element of the invention in the patent claim is the way the 

fabrics are woven. Therefore the Respondent’s claim that after the publication of Claimant’s 

                                                           

4
 Convention on the Grant of European Patents (European Patent Convention) of 5 October 1973 as revised by the 

Act revising Article 63 EPC of 17 December 1991 and the Act revising the EPC of 29 November 2000 

 

http://www.epo.org/law-practice/legal-texts/html/epc/2013/e/ar63.html
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patent application the information concerning the design was no longer confidential has no 

grounds whatsoever. 

 

As noted above, the core element of the invention involves the method of sewing the 

ribbons of parallel fibres together with a transverse threads thus creating a strong construction 

for the sheathing towards loosening and for the demanding application purposes. [Exhibit 1] It 

must be noted that the essential part of the invention does not include the fibre material but the 

method or technique of constructing a rope with a strong sheathing made by a special sewing 

method and  in the application polyester fibres are merely stated “very useful”, not 

indispensable. Based on these facts and to the provisions of EPC and PCT on the description 

supporting the claim, the deletion of inessential feature, the fibre material, from the claim 1, can 

be regarded defensible in the light the doctrine of equivalents according to which, the scope of 

protection of a patent is determined not only by assessing the literal wording of the patent claims 

(Protocol on the Interpretation of Article 69 EPC), but by rather evaluating the terms of the 

claims and equivalent embodiments for their patent-infringing nature
5
. 

 

This view is supported by the Nordic legal doctrine on patent claim interpretation 

regarding the doctrine of equivalents in accordance with the principles laid down in article 69 of 

the European Patent Convention and the Protocol on the Interpretation of Article 69 EPC in line 

with case law in Denmark, Finland, Sweden and Norway.  

 

The Interpretation Protocol to Article 69 is used in the Nordic courts as a tool in the 

evaluation of the scope of the patent protection also in infringement cases. Swedish , Norwegian, 

Danish and Finnish Patent Acts include definitions on the scope of protection as these acts are 

based on the Nordic patent co-operation and formed on the basis of a Committee’s Report
6
. 

 

Swedish courts have considered the question of how to separate which elements can be 

considered equivalent and which not by defining circumstances that which hold the patentee to 

the precise claim of wording The state of the art at the application day limits the reach of the 

scope of protection. This reasoning can be found in Aventis Pharma v. Bristol Myers Squibb
7
. 

 

                                                           
5
 Supreme Court of Finland 1938:59, Svea Court of Appeal, Lännen Tehtaat Oy v Svedbro Smide Aktiebolag, case 

no. T 356/87, 7 October 1988 
6
 NU 1963:6. Betenkning angående nordisk patentlovgivning (Report on Nordic Patent Legislation). 

7
 Aventis Pharma v. Bristol Myers Squibb, Stockholm District Court, case T 5761-99 of 31 May 2002 
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In its ruling Eisai v Krka (2.9.2009)
8
, the Supreme Court of Norway acknowledged the 

applicable criteria to doctrine of equivalents. Firstly, the infringing object solves the same 

problem as the patented invention. Secondly, the modifications made were obvious to the skilled 

person and thirdly, the infringing object was not part of the free technique (known and freely 

available technical knowledge). These principles have been applied in further case law when 

evaluating the doctrine of equivalents in patent infringement cases.  

 

In its case Guldager A/S
9
 law Danish Supreme Court used the term ‘technical 

equivalence’ for the first time in a patent infringement case. The court stated “....that the used 

system falls within the scope of protection or is at least considered to be technical equivalent 

with the claimed invention”. 

 

In Finland, the interpretation of patent scope is not strictly limited to the literal wording 

of the claims and in addition to the patent description other interpretation material can be taken 

into account when the scope of the claims is determined. In their line of reasoning, the courts 

have rather estimated whether the difference between the patented invention and the allegedly 

infringing product or method is only insignificant or not
10

. 

 

It must also be noted that the national courts of the Nordic countries must follow the 

practice of the European Patent Office, which has stated in its decision (T 0331/87) that that the 

replacement or removal of a feature from a claim may not violate Article 123(2) EPC provided 

the skilled person would directly and unambiguously recognize that (a) the feature was not 

explained as essential in the disclosure, (b) it is not, as such, indispensable for the function of the 

invention in the light of the technical problem it serves to solve, and (c) the replacement or 

removal requires no real modification of other features to compensate for the change. 

 

Thus, regarding the description of the patent claim in the present case, polyester and 

nylon must be seen equivalent as it can be shown that they perform substantially the same 

function and provide the same way to obtain the same result as defined in the patent.  

 

                                                           
8
 Eisai Co. Ltd. mfl. mot Krka Sverige AB, Høyesteretts kjennelse 02.09.2009, HR-2009-01735-A, (sak nr. 

2009/738) 
9
 Højesterets dom af 27. marts 2009. Dansk Elektrolyse A/S mod Guldager A/S. Morgenmøde i FIR den 30. juni 

2009 
10

 Raute Oy and Duran Raute Industries Ltd v. Plymachine Oy, Docket No. S 91/565 (Helsinki Court of Appeals,27 

November 1991 
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Furthermore, regarding the patent claim 1, the patent protection must be understood 

beyond the strict literal meaning of the wording of the claim as the description of the claim states 

merely that “polyester is useful”. The deletion of the word polyester must be accepted firstly, as 

the material was not explained as essential in the disclosure, and secondly, it is not, as such, 

indispensable for the function of the invention in the light of the technical problem it serves to 

solve, and finally the replacement or removal of the word polyester requires no real modification 

of other features to compensate for the change. Overall, it must be acknowledged that other 

similar fibres, such as nylon, perform the same function in the invention and dont constitute the 

core of the patent claim. 

 

In line with the reasoning of the previously established case law in the Nordic countries 

and in accordance with the EPC and the practice of the EPO, the sale of the Respondent's 

product will infringe the patent when granted. 

 

 

 

The Claimant would be entitled to compensation for the patent infringement performed by the 

Respondent when the patent granted.  

 

The evaluation of the damages and remedies would be performed on the basis of law of 

Sweden because the initial delivery of goods is performed by the Respondent to Sweden. 

 

Article 58 of the Swedish Patents Act (1967:837) stipulates:  

“Anyone who wilfully or with negligence commits a patent infringement shall pay a 

reasonable compensation for the exploitation of the invention and compensation for the further 

damage that the infringement has caused. When the amount of the compensation is decided, 

particular consideration shall be given to  

1. lost profits,  

2. profit that has been made by the party that committed the infringement,  

3. damage caused to the reputation of the invention,  

4. moral damage, and  

5. the interest of the patent proprietor in that infringements are not committed.” 

 

Additionally, Article 59 of the Swedish Patents Act (1967:837) stipulates: 
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“Upon a request by a party that has suffered a patent infringement, the Court may, in so 

far as is reasonable, decide that a patent-protected subject matter that has been manufactured 

without the consent of the patent proprietor shall be recalled from the channels of commerce, 

changed, taken into custody for the remainder of the patent term or be destroyed or that some 

other measure shall be taken in respect of it.  

 

The Claimant seeks compensation that would put the Claimant at the position it holds 

before the Respondent performed the infringement of the Claimant’s patent. The calculation of 

the damages is based on different aspects such as: The Claimant’s lost profits, the profits made 

by the Respondent, damage on the Claimant’s goodwill, moral damage and the Claimant’s 

interest of avoiding infringements.  

As a result, the Claimant submits a claim for a reasonable compensation for the 

exploitation of the invention and damages for the further injury which the infringement as 

caused.  
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III. The Respondent has infringed the Claimant’s trademark 

 

A. The Claimant’s trademark is valid 

 

The Claimant and the Respondent operate in the same field of business. Both enterprises 

develop and produce fabrics for various ropes and cords used in towing heavy objects over long 

distances or in mountain climbing. Arising out of the fact that the Claimant and the Respondent 

operate in the same field of business the clientele is relatively the same. 

The Claimant's trademark is properly registered and in conformity with Articles 12, 13, 14, 

15 and 17 of the Consolidated Trade Marks Act (Consolidated Act No. 109 of 24 January, 2012) 

(hereinafter referred to as the CTMA).  

Moreover, the Claimant property registered its trademark in conformity with the Madrid 

Protocol provisions: Articles 2, 3, 3bis and 3ter (hereinafter referred to as The Protocol) and in 

conformity with the Trademark Directive 2008/95/EC Articles 2, 3 and 4 (hereinafter referred to 

as the Directive). 

The Respondent tried to challenge the validity of the Claimant’s trademark. However, the 

Claimant’s trademarks received legal protection in full accordance with the Madrid system. 

In addition, the trademark “MOUTAIN SAFE” does not fall in the exceptions which can 

be used as grounds for refusal or invalidity set out in Article 7(1) (b) and (c) of Regulation No 

40/94.  

    According to these provisions, trademarks are not to be registered if they are devoid of 

“distinctive character” (subparagraph (b)) or if they consist exclusively of signs or indications 

which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, 

geographical origin, time of production of the goods or of rendering of the service, or other 

characteristics of the goods or service (subparagraph (c)). 

      The expression “MOUTAIN SAFE” does not describe the product or cannot be assimilated 

with the product or its use. If the rope are mainly used during climbing activities ideally located 

in the mountain and guarantee the safety of its users by its quality, the words “Mountain” and 

“Safe”, considered separately or together, do not describe the rope in itself. Furthermore, the two 

words cannot form a valid expression as far as grammar and syntax is concerned in the eyes of 

an English-speaking consumer. It is substantially different from “SAFE MOUNTAIN” or 

“MOUNTAIN IS SAFE”, making it distinctive from a purely descriptive expression, making 
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ground for a refusal traditionally confirmed by the European Court of Justice (ECJ) 
11

. This 

grammatical analysis has been used by the ECJ
12

 to validate a similar trademark (disposable 

diapers branded “BABY DRY”) : “their syntactically unusual juxtaposition is not a familiar 

expression in the English language” and therefore “cannot therefore be regarded as exhibiting, 

as a whole, descriptive character; they are lexical inventions bestowing distinctive power on the 

mark so formed and may not be refused registration”. As a conclusion, “MOUNTAIN SAFE” 

has a distinctive character and cannot refer only to the quality or description of the product. This 

expression can be deemed valid. 

 

B. The Respondent’s product marketed motto is infringing the Claimant’s trademark 

 

On the other hand, the Respondent’s product is marketed with the single motto : “Rope 

Twist technology makes mountaineering safe”. This single sentence, broadly published and 

closely associated with the identity of the product, makes a deliberate confusion between the 

Respondent’s product and the Claimant’s trademarked “MOUNTAIN SAFE”. The marketed 

motto is not supported by another other sentence or included in a descriptive paragraph that 

would hint at a purely descriptive meaning. Instead, the wording aims at advertising the product 

through symbolic and evocative terms just as “MOUNTAIN SAFE” also operate. As a 

consequence, the Respondent has purposely used the trademarked expression of the Claimant in 

order to advertise its product. 

 According to Article 5 of the Directive: 

Rights conferred by a trade mark. 1. The registered trade mark shall confer on the 

proprietor exclusive rights therein. The proprietor shall be entitled to prevent all third parties 

not having his consent from using in the course of trade: 

(a) any sign which is identical with the trade mark in relation to goods or services which are 

identical with those for which the trade mark is registered. 

(b) any sign where, because of its identity with, or similarity to, the trade mark and the 

identity or similarity of the goods or services covered by the trade mark and the sign, 

there exists a likelihood of confusion on the part of the public; the likelihood of confusion 

included the likelihood of association between the sign and the trade mark. 

 

                                                           
11

 European Court of Justice, 12 March 2012, Alfred Strigl — Deutsches Patent- und Markenamt (C‑90/11) and 

Securvita Gesellschaft zur Entwicklung alternativer Versicherungskonzepte mbH (C‑91/11) 
12

 European Court of Justice, 20 September 2001, Procter & Gamble Co. v OHIM, case "Baby Dry" (C-383/99) 
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As we stated above, the Claimant and the Respondent are competitors, thus subparagraph 

a) is applicable. In case the Claimant and the Respondent are not deemed competitors, 

subparagraph b) is applicable, i.e. the finding that the Claimant and the Respondent are not 

competitors will not exempt the Respondent from liability. 

What comes to the Respondent’s claim of possible invalidity of the Claimant’s trade mark, 

such claim has no grounds whatsoever as it is inconsistent with the grounds for invalidity stated 

in Articles: 3 and 4 of the Directive; 13, 14 and 15 of the Consolidate Act. 

 

C. The Respondent’s use of Google AdWords infringed the Claimant’s trademark 

 

When a user of the Google search machine performs a search on the basis of one or more 

terms, the search engine displays the Internet sites, which appear best to correspond to those 

terms in a decreasing order of relevance. These hits are referred to as the “natural” results of a 

search. In additions, Google offers a paid referencing service called “AdWords”. This service 

enables an advertiser by means of reservation of one or more keywords to have its advertising 

link prominently placed on the search results in case of a correspondence between one or more 

of the reserved search terms and those that the user entered as search query. The advertising link 

then appears under the heading “sponsored links” which is usually displayed either on the right-

hand side of the screen, to the right of the natural results, or on the upper part of the screen above 

the natural results. 

The key legal provisions are Article 5 (1) (a)-(b) and 5 (2) of the European Trademark 

Directive (89/104/EC) (hereinafter referred to as the Directive 2). Art. 5(1)(a) of the Trademark 

Directive governs use of signs identical to the protected mark in connection with goods or 

services identical or similar to the goods or services for which the mark is registered, whereas 

Art. 5(1) (b) covers use of identical or similar signs in a manner that causes likelihood of 

confusion. 

 

The Claimant is entitled to compensation for the trademark infringement performed by the 

Respondent when the trademark granted. 

 

The evaluation of the damages and remedies would be performed on the basis of law of 

Sweden because the initial delivery of goods is performed by the Respondent to Sweden. 
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Chapter 8, Article 4 of the Swedish Trade Marks Act, Act 2010:1877 of 12 September 

2010 fixed that: 

“Anyone who wilfully or with gross negligence commits a trademark infringement, shall 

pay a reasonable compensation for the exploitation of the trade symbol and compensation for 

the further damage that the infringement has caused. When the amount of the compensation is 

decided, particular consideration shall be given to  

1. lost profit,  

2. profit that has been made by the party that committed the infringement,  

3. damage caused to the reputation of the trade symbol,  

4. moral damage, and  

5. the interest of the right-holder in that infringements are not committed.  

Anyone who without intent or negligence commits a trademark infringement shall pay a 

compensation for the exploitation of the trade symbol if and to the extent that this is 

reasonable.”. 

 

Additionally, Chapter 8, Article 7 of the Swedish Trade Marks Act, Act 2010:1877 of 12 

September 2010 fixed that: 

“ Upon a petition by a party that has suffered a trademark infringement, the Court may, in 

so far as is reasonable, decide that property on which a trade symbol appears without 

authorization shall be recalled from the channels of commerce, be altered or destroyed or that 

some other measure shall be taken in respect of it. The same applies to implements that have 

been, or have been intended to be, used in connection with the infringement.” 

 

As a result, the Claimant submits a claim for a reasonable compensation for the 

exploitation of the trademark and damages for the further injury which the infringement has 

caused.  

 



Exhibit 1. The patter of a ribbon 



Exhibit 2. The Non Disclosure Agreement (“the NDA”) 

 

Confidentiality Agreement 

This confidentiality agreement (the «Agreement») is entered into between:  

1. Tougkvas A/S, a company organized and exisiting under the laws of Denmark 

2. Rope Twist, Inc, a company organized and existing under the laws of the state of 

Delawere 

1  Background 

The parties are entering into business discussions of a sensitive nature regarding a possible future 

business co-operation (“the Project”). 

In this Agreement “Confidential Information” means financial, technical, operational, 

commercial, management and other information, experience and expertise of whatever kind 

relating to the parties or the Project. 

2  Confidentiality Undertaking 

Each of us undertakes to the other that we will not without prior written consent of the other 

party:  

1) Copy, distribute or disclose any Confidential Information to any other person other than 

employees as mentioned in article 4 

2) Use any Confidential Information for any purpose other than in relation to our assessment 

of the Project 

3  Exceptions from Confidentiality 

The restrictions on use and disclosure set out in paragraph 2 above shall not apply to any 

information which:  

1) At the date of its disclosure is public knowledge or which subsequently becomes public 

knowledge other than by any breach of this Agreement by the recipient hereunder,  

2) Was lawfully in the recipient’s possession prior to such information having been 

disclosed or made available to the recipient by or on behalf of the other,  

3) Is at any time after the date of this Agreement, acquired by the recipient from a source 

other than the other party hereunder, provided such source has not acted in breach of an 

existing obligation of confidentiality or secrecy, or  

4) Is required to be disclosed by applicable law or regulation or order of a court of 

competent jurisdiction or government agency, provided, to the extent permitted by law, 

the recipient consult with the other party prior to such disclosure. 



4  Further undertakings  

Each of us further undertake to the other:  

1) To limit access to Confidential Information to those employees who require the 

information for the purpose referred to in  article  2. (2) (“need to know”) 

2) To return to the other party immediately upon request all Confidential Information and 

copies thereof received pursuant to this Agreement and to delete it from its computer 

records 

5  No representations or warranties 

We acknowledge and agree that neither we nor any other member of our group of companies nor 

any of our officers, employees or advisors are making any representation or warranty whatsoever 

in relation to the Confidential Information and none will have any liability for use the other of 

the Confidential Information.  

6  Governing law and dispute resolution 

This Agreement shall be governed by and construed in accordance with basic principles of 

Nordic law.  

Any Controversy or claim arising from this Agreement shall be finally settled under the Rules of 

Arbitration of the International Chamber of Commerce by one or more arbitrators appointed in 

accordance with those Rules.  

12 October 2013 

 

Tougkvas A/S          Rope Twist, Inc 



Exhibit 3. Clarification № 3 

 

Question 3: 

Should we assume that the international registration of the trademark MOUNTAIN SAFE 

according to the Madrid Protocol was granted? 

  

Answer:  

You may assume that an International Registration according to article 3 of the Madrid Protocol 

has taken place. 

  

Source: 

http://www.jus.uio.no/ifp/english/research/areas/intellectualpropertylaw/nordic-ip-moot-court-co

mpetition/ 

 

 

 



Exhibit 4. Clarification № 4 

 

Question 4: 

We wonder if we can presume that Hagfjäll will sell the ropes all around Europe including 

Denmark, Sweden, Norway and Finland? 

 

Answer: 

Yes, you can presume that Hagfjäll will sell the ropes all around Europe including Denmark, 

Sweden, Norway and Finland. However, at the date of the proceedings, the agreement with Rope 

Twist is the only sales agreement that has been entered into. 

 

Source: 

http://www.jus.uio.no/ifp/english/research/areas/intellectualpropertylaw/nordic-ip-moot-court-co

mpetition/ 

 

 

 


